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DETAILED ACTION 

Response to Arguments 

1. Applicant's arguments with respect to claims 1-19 have been considered 
however they are not persuasive. Examiner used Gilliam et al. (US 7,206,765 
B2) (hereinafter "Gilliam") in view of Marsh et al. (US 6,574,465 B2) (hereinafter 
"Marsh") to reject claims 1-36. Gilliam teaches a system for managing usage 
rights while Marsh details a system that determines optimal wireless 
communication service plans. The Marsh patent allows the system to choose 
upgrade plans that best meet the needs for the client. This is reflected in the 
rejection below where the limitation of what happens if access is denied is 
discussed. Hence, the rejections are not withdrawn. 

2. Claims 3 and 20 were objected to because of the following informalities: 
use of the term "processes" instead of "possesses". Examiner notes the changes 
made to these claims therefore the objections are withdrawn. 

3. Claims 1 and 18 were rejected under 35 USC 101 as rendering the 
invention inoperative and lacking utility as key steps are missing. Claims 1 and 
18 are broad claims using broad terms. How can one of ordinary skill in the art 
understand Applicant's intent? Applicant states in the preamble of claim 1 "A 
method", in the body of claim 1 "determine if user has access to a data source", 
and continues if user is denied access to the data sources then they have access 
to upgrade packages. So is applicant trying to claim any method having to do 
with any software having to do with any program? How can that be possible? 
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The specification provides no clarity as it merely repeats the claim language 
without further descriptors. Furthermore, the patentability of claim 18 is 
questioned because Applicant limits this claim to software which is unpatentable. 
Therefore, the rejection is not withdrawn. 

4. Claims 1 and 18 were also rejected under 35 USC 112, paragraph 2. 
Examiner has considered Applicant's arguments. However, based on the 
discussion in the above paragraph 4, the rejection is not withdrawn. 

Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

6. Claims 1 and 18 are rejected under 35 U.S.C. 101 because the disclosed 
invention is inoperative and therefore lacks utility. The claims as written are 
missing key steps. Without these steps the meaning and definition of the 
limitation is lost and remains unclear. These claims state "determining if a user 
has access to a data source" however Examiner is unclear who or what makes 
this determination and what the data source is. These claims further disclose 
"identifying one or more upgrade package that would allow the user to access the 
data source". These claims as written fail to proclaim what happens when the 
package is identified. Therefore, the claims as described with missing steps 
make it difficult to operate invention. 



Application/Control Number: 10/630,372 Page 4 

Art Unit: 3689 

Claim Rejections - 35 USC §112 

7. The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

8. Claims 1 and 18 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. The claims as written are 
missing key steps. Without these steps the meaning and definition of the 
limitation is lost and remains unclear. These claims state "determining if a user 
has access to a data source" however Examiner is unclear who or what makes 
this determination and what the data source is. These claims further disclose 
"identifying one or more upgrade package that would allow the user to access the 
data source". These claims as written fail to particularly point out or distinctly 
claim what happens when the package is identified. 



Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

10. Claims 1-36 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gilliam et al. (US 7,206,765 B2) (hereinafter "Gilliam") in view of Marsh et 



al. (US 6,574,465 B2) (hereinafter "Marsh"). 
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11. With respect to claims 1 and 18: As best understood by Examiner, 
Gilliam teaches determining if a user has access to a data source; (Gilliam: Fig. 
9; col. 5, lines 39-52; col. 6, lines 31-46; col. 41 , line 60 - col. 4, lines 3 - digital 
rights management system can reference, call or locate item associated with 
rights offer; user can be denied use of item) 

Gilliam does not teach in response to the user being denied access to the 
data source identifying one or more upgrade packages that would allow the user 
to access the data source. However, Marsh teaches teach in response to the 
user being denied access to the data source identifying one or more upgrade 
packages that would allow the user to access the data source. (Marsh: col. 8, 
lines 28-42; col. 9, lines 31-53; col. 17, lines 53-67; col. 18, Tables 6-7 - MAMBA 
system and the decide Plan process determines if a group of subscribers is not 
on the optimal service plan for whatever reason and suggest alternative cellular 
service plans; plan package options sorted by cost). 

Therefore it would have been obvious to one of ordinary skill in the art at 
the time of the invention that if a user was denied access to a data source based 
on choosing an earlier plan that did not include the option, when a new package 
comes along the system would be able to identify one or more upgrade packages 
for the client because of the motivation to keep the client. Marsh teaches that the 
system is automatically able to analyze the service offered to a client and spot 
problem areas of areas where an upgrade would be necessary. 

12. With respect to claims 2 and 19: Gilliam teaches maintaining a 
datastore that defines the authorizations possessed by one or more users. . 
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(Gilliam: Fig. 9; col. 5, lines 39-52; col. 6, lines 31-46; col. 41, line 60 - col. 4, 
lines 3 - digital rights management system can reference, call or locate item 
associated with rights offer; user can be denied use of item ). 

13. With respect to claims 3 and 20: (currently amended) Gilliam teaches 
access to the data source is granted if a user possesses a specific authorization. 
. (Gilliam: Fig. 9; col. 5, lines 39-52; col. 6, lines 31-46; col. 41, line 60 - col. 4, 
lines 3 - digital rights management system can reference, call or locate item 
associated with rights offer; user can be denied use of item ). 

14. With respect to claims 4 and 21: Gilliam teaches determining if a user 
has access includes: accessing a datastore record to obtain a list of 
authorizations possessed by the user. (Gilliam: Fig. 9; col. 5, lines 39-52; col. 6, 
lines 24-46; col. 41, line 60 - col. 4, lines 3 - digital rights management system 
can reference, call or locate item associated with rights offer; user can be denied 
use of item; users rights embodied in license). 

15. With respect to claims 5 and 22: Gilliam teaches: comparing the list of 
authorizations possessed by the user to the specific authorization required to 
access the data source; wherein the user is denied access to the data source if 
the list of authorizations possessed by the user does not include the specific 
authorization required to access the data source. (Gilliam: Fig. 9; col. 5, lines 39- 
52; col. 6, lines 24-46; col. 30, lines 26-35; col. 41, line 60 - col. 4, lines 3 - 
digital rights management system can reference, call or locate item associated 
with rights offer; user can be denied use of item; users rights embodied in 
license; comparison module compares rights). 
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16. With respect to claims 6 and 23: Gilliam teaches maintaining a 
datastore that defines a plurality of data source packages, wherein each data 
source package includes one or more authorizations for data sources. (Gilliam: 
Fig. 9; col. 5, lines 39-52; col. 6, lines 24-46; col. 41, line 60 - col. 4, lines 3 - 
digital rights management system can reference, call or locate item associated 
with rights offer; user can be denied use of item; users rights embodied in 
license). 

17. With respect to claims 7 and 24: Gilliam teaches the limitations cited 
above. However, Gilliam does not teach determining which of a plurality of data 
source packages includes a specific authorization required to access the data 
source, thus generating a list of upgrade packages. Marsh teaches determining 
which of a plurality of data source packages includes a specific authorization 
required to access the data source, thus generating a list of upgrade packages. 
(Marsh: col. 8, lines 28-42; col. 9, lines 31-53; col. 17, lines 53-67; col. 18, Tables 
6-7 - plan package options sorted and listed by cost). 

Therefore it would have been obvious to one of ordinary skill in the art at 
the time of the invention to include authorizations with data source and one or 
more upgrade packages because of the motivation not to loose a client. 

18. With respect to claims 8 and 25: Gilliam teaches the limitations cited 
above. However, Gilliam does not teach the list of upgrade packages includes 
one or more discrete data source packages. Marsh teaches the list of upgrade 
packages includes one or more discrete data source packages. (Marsh: col. 8, 
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lines 28-42; col. 9, lines 31-53; col. 17, lines 53-67; col. 18, Tables 6-7 - plan 
package options sorted and listed by cost). 

Therefore it would have been obvious to one of ordinary skill in the art at 
the time of the invention to include data source packages with the upgrade 
packages because of the motivation not to loose a client. 

19. With respect to claims 9 and 26: Gilliam teaches the limitations cited 
above. However, Gilliam does not teach the list of upgrade packages includes 
one or more premium data source packages. Marsh teaches the list of upgrade 
packages includes one or more premium data source packages. (Marsh: col. 8, 
lines 28-42; col. 9, lines 31-53; col. 17, lines 53-67; col. 18, Tables 6-7 - plan 
package options sorted and listed by cost). 

Therefore it would have been obvious to one of ordinary skill in the art at 
the time of the invention to include data source packages with the upgrade 
packages because of the motivation not to loose a client. 

Furthermore, the data identifying types of data source packages is non- 
functional descriptive data. 

Descriptive material can be characterized as either "functional descriptive 
material" or "nonfunctional descriptive material." Exemplary "functional 
descriptive material" consists of data structures and computer programs, which 
impart functionality when employed as a computer component. "Nonfunctional 
descriptive material" includes but is not limited to music, literary works and a 
compilation or mere arrangement of data. 
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When presented with a claim comprising descriptive material, an 
Examiner must determine whether the claimed nonfunctional descriptive material 
should be given patentable weight. The Patent and Trademark Office (PTO) must 
consider all claim limitations when determining patentability of an invention over 
the prior art. In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401,404 (Fed. Cir. 
1983). The PTO may not disregard claim limitations comprised of printed matter. 
See Gulack, 703 F.2d at 1384-85,217 USPQ at 403; see also Diamond v. Diehr, 
450 U.S. 175, 191,209 USPQ 1,10 (1981). However, the examiner need not give 
patentable weight to descriptive material absent a new and unobvious functional 
relationship between the descriptive material and the substrate. See In re Lowry, 
32 F.3d 1579, 1583-84, 32 USPQ2d 1031, 1035 (Fed. Cir. 1994); In re Ngai, 367 
F.3d 1336, 1338, 70 USPQ2d 1862, 1863-64 (Fed. Cir. 2004). Thus, when the 
prior art describes all the claimed structural and functional relationships between 
the descriptive material and the substrate, but the prior art describes a different 
descriptive material than the claim, then the descriptive material is nonfunctional 
and will not be given any patentable weight. That is, such a scenario presents no 
new and unobvious functional relationship between the descriptive material and 
the substrate. 

The Examiner asserts that the data identifying the selectable options and 
the information displayed upon selection of each option adds little, if anything, to 
the claimed acts or steps and thus do no serve as limitations on the claims to 
distinguish over the prior art. MPEP 21061V b 1(b) indicates that "nonfunctional 
descriptive material" is material "that cannot exhibit any functional 
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interrelationship with the way the steps are performed". Any differences related 
merely to the meaning and information conveyed through data, which does not 
explicitly alter or impact the steps is non-functional descriptive data. Except for 
the meaning to the human mind, the data identifying types of data source 
packages does not functionally relate to the substrate and thus does not change 
the steps of the method as claimed. The subjective interpretation of the data 
does not patentably distinguish the claimed invention. 

20. With respect to claims 10 and 27: Gilliam discloses the limitation cited 
above. However, while Gilliam does not teach determining an upgrade cost for 
each of the upgrade packages. However, Marsh discloses: determining an 
upgrade cost for each of the upgrade packages. (Marsh: col. 8, lines 28-42; col. 
9, lines 31-53; col. 17, lines 53-67; col. 18, Tables 6-7 - plan options sorted by 
cost). 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time of the invention to determine the cost while ascertaining the upgrade 
package because of the motivation to "determine an optimal service plan" for 
subscribers. (Marsh: col. 1, lines 37-40). 

21. With respect to claims 11 and 28: Gilliam discloses the limitation cited 
above. However, while Gilliam does not teach sorting the list of upgrade 
packages based on the upgrade cost associated with each of the upgrade 
packages. However, Marsh discloses: sorting the list of upgrade packages 
based on the upgrade cost associated with each of the upgrade packages. 
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(Marsh: col. 8, lines 28-42; col. 9, lines 31-53; col. 17, lines 53-67; col. 18, Tables 
6-7 - plan options sorted by cost). 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time of the invention to determine the cost while ascertaining the upgrade 
package because of the motivation to "determine an optimal service plan" for 
subscribers. (Marsh: col. 1, lines 37-40). 

22. With respect to claims 12 and 29: Gilliam discloses the limitation cited 
above. However, while Gilliam does not teach sorting the list of upgrade 
packages based on a profit margin associated with each of the upgrade 
packages. However, Marsh discloses: sorting the list of upgrade packages based 
on a profit margin associated with each of the upgrade packages. (Marsh: col. 8, 
lines 28-42; col. 9, lines 13-30; col. 17, lines 53-67; col. 18, Tables 6-7; col. 33, 
lines 8-19 - calling profile of customer assessed based on usage time of day, 
geographic location and type of calls made; chosen plan based on cost effective 
values; plan options sorted by cost). 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time of the invention to sort the packages based on profit margin while 
ascertaining the upgrade package because of the motivation to "determine an 
optimal service plan" for subscribers. (Marsh: col. 1, lines 37-40). 

23. With respect to claims 13 and 30: Gilliam discloses the limitation cited 
above. However, while Gilliam does not teach sorting the list of upgrade 
packages based on a predetermined marketing preference. However, Marsh 
discloses: sorting the list of upgrade packages based on a predetermined 
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marketing preference. (Marsh: col. 8, lines 28-42; col. 9, lines 13-30; col. 17, 
lines 53-67; col. 18, Tables 6-7 - calling profile of customer assessed based on 
usage time of day, geographic location and type of calls made; plan options 
sorted by cost). 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time of the invention to sort the list of packages based on a predetermined 
marketing preference while ascertaining the upgrade package because of the 
motivation to "determine an optimal service plan" for subscribers. (Marsh: col. 1, 
lines 37-40). 

24. With respect to claims 14 and 31: Gilliam discloses the limitation cited 
above. However, while Gilliam does not teach determining an undiscounted cost 
for an upgrade package; discounting the undiscounted cost based on a value 
associated with a list of authorizations possessed by the user. Marsh discloses: 

• determining an undiscounted cost for an upgrade package; (Marsh: 
col. 8, lines 28-42; col. 9, lines 13-30; col. 17, lines 53-67; col. 18, 
Tables 6-7 - calling profile of customer assessed based on usage 
time of day, geographic location and type of calls made; chosen 
plan based on cost effective values; plan options sorted by cost) 
and 

• discounting the undiscounted cost based on a value associated 
with a list of authorizations possessed by the user. (Marsh: col. 8, 
lines 28-42; col. 9, lines 13-30; col. 17, lines 53-67; col. 19, Table 8 
and line 60 - col. 20, line 6 - calling profile of customer assessed 
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based on usage time of day, geographic location and type of calls 
made; chosen plan based on cost effective values; plan options 
sorted by cost and also factors in discounts). 
Therefore, it would have been obvious to one of ordinary skill in the art at 
the time of the invention to determine the cost while ascertaining the upgrade 
package because of the motivation to "determine an optimal service plan" for 
subscribers. (Marsh: col. 1, lines 37-40). 

25. With respect to claims 15 and 32: Gilliam discloses the limitation cited 
above. However, while Gilliam does not teach determining an undiscounted cost 
for an upgrade package; discounting the undiscounted cost based on a 
promotional discount. However, Marsh discloses: 

• determining an undiscounted cost for an upgrade package; (Marsh: 
col. 8, lines 28-42; col. 9, lines 13-30; col. 17, lines 53-67; col. 18, 
Tables 6-7 - calling profile of customer assessed based on usage 
time of day, geographic location and type of calls made; chosen 
plan based on cost effective values; plan options sorted by cost) 
and 

• discounting the undiscounted cost based on a promotional 
discount. (Marsh: col. 7, lines 30-39 - promotions taken into 
consideration when selecting optimal service plans). 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time of the invention to determine the cost while ascertaining the upgrade 
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package because of the motivation to "determine an optimal service plan" for 
subscribers. (Marsh: col. 1, lines 37-40). 

26. With respect to claims 16 and 33: Gilliam discloses the limitation cited 
above. However, while Gilliam does not teach determining an upgrade cost for 
each of the upgrade packages includes determining which of the upgrade 
packages requires one or more prerequisite data source packages. However, 
Marsh discloses determining an upgrade cost for each of the upgrade packages 
includes determining which of the upgrade packages requires one or more 
prerequisite data source packages. (Marsh: col. 8, lines 28-42; col. 9, lines 13- 
30; col. 17, lines 53-67; col. 18, Tables 6-7 - calling profile of customer assessed 
based on usage time of day, geographic location and type of calls made; plan 
options sorted by cost). 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time of the invention to determine the cost while ascertaining the upgrade 
package because of the motivation to "determine an optimal service plan" for 
subscribers. (Marsh: col. 1, lines 37-40). 

27. With respect to claims 17 and 34: Gilliam discloses the limitation cited 
above. However, while Gilliam does not teach determining an undiscounted cost 
for an upgrade package that requires one or more prerequisite data source 
packages; increasing the undiscounted cost based on a cost associated with the 
one or more prerequisite data source packages; discounting the undiscounted 
cost based on a value associated with a list of authorizations possessed by the 
user. Marsh discloses: 
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• determining an undiscounted cost for an upgrade package that 
requires one or more prerequisite data source packages; (Marsh: 
col. 8, lines 28-42; col. 9, lines 13-30; col. 17, lines 53-67; col. 18, 
Tables 6-7 - calling profile of customer assessed based on usage 
time of day, geographic location and type of calls made; chosen 
plan based on cost effective values; plan options sorted by cost). 

• increasing the undiscounted cost based on a cost associated with 
the one or more prerequisite data source packages; (Marsh: col. 8, 
lines 28-42; col. 9, lines 13-30; col. 17, lines 53-67; col. 19, Table 8 
and line 60 - col. 20, line 6 - calling profile of customer assessed 
based on usage time of day, geographic location and type of calls 
made; chosen plan based on cost effective values; plan options 
sorted by cost and also factors in discounts) and 

• discounting the undiscounted cost based on a value associated 
with a list of authorizations possessed by the user. (Marsh: col. 8, 
lines 28-42; col. 9, lines 13-30; col. 17, lines 53-67; col. 19, Table 8 
and line 60 - col. 20, line 6 - calling profile of customer assessed 
based on usage time of day, geographic location and type of calls 
made; chosen plan based on cost effective values; plan options 
sorted by cost and also factors in discounts). 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time of the invention to determine the cost while ascertaining the upgrade 
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package because of the motivation to "determine an optimal service plan" for 
subscribers. (Marsh: col. 1, lines 37-40). 

28. With respect to claim 35: As best understood by Examiner Gilliam 
teaches determining if a user has access to a data source; and in response to 
the user not having access to the data source, (Gilliam: Fig. 9; col. 5, lines 39-52; 
col. 6, lines 31-46; col. 41, line 60 - col. 4, lines 3 - digital rights management 
system can reference, call or locate item associated with rights offer; user can be 
denied use of item ). 

Gilliam does not teach identifying one or more upgrade packages that 
would allow the user to access the data source. However, Marsh teaches 
identifying one or more upgrade packages that would allow the user to access 
the data source. (Marsh: col. 8, lines 28-42; col. 9, lines 13-30; col. 17, lines 53- 
67; col. 18, Tables 6-7 - calling profile of customer assessed based on usage 
time of day, geographic location and type of calls made; plan options sorted by 
cost). 

Therefore it would have been obvious to one of ordinary skill in the art at 
the time of the invention to deny access to a user and then identify one or more 
upgrade packages because of the motivation not to loose a client. 

29. With respect to claim 36: Marsh teaches a computer program product 
residing on a computer readable medium having a plurality of instructions stored 
thereon which, when executed by the processor, cause that processor to: 
determine if a user has access to a data source; and in response to the user not 
having access to the data source, (Gilliam: Fig. 9; col. 5, lines 39-52; col. 6, lines 
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31-46; col. 41, line 60 - col. 4, lines 3 - digital rights management system can 
reference, call or locate item associated with rights offer; user can be denied use 
of item ). 

Gilliam does not teach identifying one or more upgrade packages that 
would allow the user to access the data source. However, Marsh teaches identify 
one or more upgrade packages that would allow the user to access the data 
source. (Marsh: col. 8, lines 28-42; col. 9, lines 13-30; col. 17, lines 53-67; col. 
18, Tables 6-7 - calling profile of customer assessed based on usage time of 
day, geographic location and type of calls made; plan options sorted by cost). 

Therefore it would have been obvious to one of ordinary skill in the art at 
the time of the invention to deny access to a user and then identify one or more 
upgrade packages because of the motivation not to loose a client. 
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CONCLUSION 

30. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to HEIDI RIVIERE whose telephone number is 
(571)270-1831. The examiner can normally be reached on Monday-Friday 
9:00am-5:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Janice Mooneyham can be reached on 571-272-6805. 
The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

Name: /H. R.I Title: Examiner 

Examiner, Art Unit 3689 



Signature: Date: 

/Janice A. Mooneyham/ 

Supervisory Patent Examiner, Art Unit 3689 



